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II. RELATED APPEALS AND INTERFERENCES 



Appellants are aware of a previous appeal to the Board of Patent Appeals regarding 
the present, application. A Decision on Appeal was rendered by the Board in Appeal No. 
1999-2042 on March 8, 2002. The Decision Affirmed-in-Part and Reversed- in-Part 
respective ones of Examiner's rejections using references 'Hop U.S. 4,912.756; Morris U.S. 
5,020,090; and Dent et al. U.S. 5,581.597. Appellants are not sure what, if any. relevance 
the previous appeal has to the present appeal. 

f»> STATUS OF CLAIMS 

Claims 20, 21 and 24-27 are allowed. Claims 15-19, 22-23. 28, and 30-46 are 
pending in the application. Rejection of Claims 15-19. 22-23, 28, and 30-46 was made by 
the Examiner in the Office Action dated May 25. 2006. Claims 15-19. 22-23, 28, and 30-46 
are on appeal. Claims 15-19, 2.2-23, 28, and 30-46 are reproduced in the Appendix to 
Appellants' Brief filed herewith. 

IV, STATUS OF AMENDMENTS 

An Amendment 37 CFR § 1.116 mailed by Appellants on December 6, 2005. The 
Office Action was entered and an Office Action was mailed by the USP'FO on May 25, 
2006. This appeal is from the Office Action dated May 25, 2006. 



V. 



SUMMARY OF THE CLAIMED SUBJECT MATTER 



The invention comprises a portable computer having an interlace for direct 
connection to a portable telephone. In one embodiment of the invention, a portable 
telephone (cellular in the present case) is constructed in such a fashion as to fit within a 
cavity in a portable computer (such as a cavity that otherwise accepts a battery pack like the 
front loading batten- pack for the Texas Instruments TM-5000 portable computer - or other 
device when not utilized as a portable telephone port). The portable telephone is physically 
connected to the portable computer by a latching mechanism and communicates with the 
portable computer by means of a computer/portable telephone interface (in this embodiment 
of the invention, an in line connector thai electrically connects the portable telephone to the 
portable computer). Physically and electrically connecting the portable telephone to the 
portable computer eliminates the need for a cable or tethered connection between a portable 
computer and a portable telephone, as illustrated in FIG. 7. 

In one embodiment of the invention, the portable telephone serves as the portable 
computer's modem and function while installed in the computer. Thus, the portable photic 
facilitates the transmission and reception of data between the portable computer and another 
computer connected to the telephone system. In another embodiment of the invention, the 
portable computer (and not the portable telephone), contains the modem that is utilized for 
telephonic data communications. In yet another embodiment of the invention, a modem 
may be omitted altogether when telephone 188 is to be used in a completely digital 
telephone network. An operator of the portable computer/portable telephone also has the 
option of using the portable telephone tor voice transmission independently of the computer, 
or may enjoy hands free voice operation by using the portable computer's internal speaker 
and microphone. Still another embodiment of the invention facilitates portable telephone 
operation on the computers internal battery/power system while installed in the portable 
computer and on it's own battery (charged while in the portable computer) when used 
independently of the portable computer. 
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More specifically, independent Claim 15 requires and positively recites a 
computer (J 64; FIG. 14; page 24, line 13), comprising: 

a provision for user input (KEYBOARD WITH POINT; FIG. 14; page 25, lines 4-8; 
see also PS/2 KEY/MOUSE CONNECTOR, MIC ... JACKS, etc); 

a provision for output (640 BY 480 VGA LCD; FIG. 14; page 25, Urns 1-3; see aho 
SPEAKER AND AUDIO JACKS; RS-232 CONNECTOR; PRINTER CONNECTOR, 
PCMCIA CARD SLOTS, etc); 

a microprocessor coupled to said user input and said output (PENTIUM 75 MHz; 
FIG 14; page 24, lines 1 3-24); and 

an interlace (J 82, FIG. 14; page 25, line 26, etc) coupled to said microprocessor, 
said interlace being directly correctable without a cable or tethered connection (page 19, 
lines 1-6) io a corresponding interface (172; FIG. 13; page 25, lines 25-27, etc) in a portable 
telephone (168; FIG. 13) having a battery (174; FIG. 13; page 23, lines 11-13) coupled 
thereto, wherein said interface comprises at least one voice channel lead (VOICE: FIG; 16: 
page 25. lines 21-21, etc), one command channel lead (COMMAND CHANNEL: FIG. 16: 
page 25. lines 21-21 etc) and a groundVeterence lead (GND; FIG. 16; page 25, lines 21-27, 
etc) for connection to corresponding leads in a corresponding interface in said portable 
telephone. 

Independent Claim 30 requires and positively recites a portable telephone (166; 
FIG. 13; page 20. lines 5-16), comprising: 

an input (178; FIG. 13; page 23, lines 20-21); 
an output (180; FIG. 13; page 23, line 21); 

a microprocessor (58; FIG. 13: page 21, lines 7-14) coupled to said input and said 
output: and 

an interface (172; FIG. 13; page 21, lines 10-11; page 24, lines 8-12) coupled to 
said microprocessor, said interface being directly correctable without a cable or tethered 
connection (page 19, lines 1-6) to a corresponding interface in another portable telephone, 
wherein said interface comprises at least one voice channel lead (VOICE; FIG. 15: page 25, 
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Independent Claim 38 requires and positively recites a method, comprising the steps 

providing an input (KEYBOARD WITH POINT; FIG. 14: page 25, line* 4-8; see. 

also PS/2 KEY/MOUSE CONNECTOR, MIC ... JACKS; HARD DISK DRIVE; FLOPPY 

DISK DRIVE: PCMCIA CARD SLOTS, etc): 

providing an output (640 BY 480 VGA LCD; FIG. 14; page 25, lines 1-3; see also 

SPEAKER AND AUDIO JACKS; RS-232 CONNECTOR; PRINTER CONNECTOR, 

PCMCIA CARD SLOTS, etc); 

coupling a microprocessor to said input and said output (PENTIUM 75 MHz; FIG 

14; page 24, Urns 13-24); and 

coupling an interface (182: FIG. 14; page 25. line 26. etc) to said microprocessor, 

said interlace being directly conneetable without a cable or tethered connection (page 19, 

lines 1-6) to a corresponding interface (1 72; FIG. 13: page 25, Urns 25-27, etc) in a portable 

telephone {168; FIG. 13) having a battery (1 74; FIG. 13: page 23, lines 11-15) coupled 

thereto, wherein said, interlace comprises at least one voice channel lead (VOICE; FIG; 16; 

page 25, lines 21-27, etc), one command channel lead (COMMAND CHANNEL; FIG. 16; 

page 25, lines 21-27, etc) and a ground/reference lead (GND; FIG. 16; page 25, lines 21-27, 

etc) for connection to corresponding leads in a corresponding interface in said another 

apparatus- 
Independent Claim 43 requires and positively recites a computer (164: FIG. 14; 

page 24, line 13), comprising: 

a provision for user input (KEYBOARD WITH POINT; FIG. 14; page 25, lines 4-8; 

see also PS/2 KEY/MOUSE CONNECTOR. MIC ... JACKS, etc); 



Application No. 08/586.777 

a provision for output (640 BY 480 VGA LCD; FIG. 14; page 25. lines 1-3: see also 
SPEAKER AND AUDIO JACKS; RS-232 CONNECTOR; PRINTER CONNECTOR, 
PCMCIA CARD SLOTS etc); 

a microprocessor coupled to said user input and said output (PENTIUM 75 MHz; 
FIG 14; page 24, lines 13-24); and 

an interlace (182; FIG, 14; page 25, line 26, etc) coupled to said microprocessor, 
said interface being located within a cavity (210, FIG IE; page 19, line 24 - page 20, line 4) 
in said computer and directly connectable without a cable or tethered connection (page 19, 
lines 1-6} to a corresponding interface (172; FIG. 13; page 25, lines 25-27, etc) in a 
portable teiephone (168; FIG. 13) having a battery (174; FIG. 13; page 23, lines 11-13} 
coupled thereto, wherein said interface comprises at least one voice channel lead (VOICE; 
FIG; 16; page 25, lines 21-27, etc), one command channel lead (COMMAND CHANNEL; 
FIG. 16; page 25, lines 21.-27, etc) and a ground/reference lead (GND; FIG, 16; page 25, 
lines 21-27, etc) for connection to corresponding leads in a corresponding interface in said 
portable telephone. 

Independent Claim 46 requires and positively recites a computer (164; FIG. 14; 
page 24, line 13), comprising: 

a provision for user input (KEYBOARD WITH POINT; FIG. 14; page 25, lines 4-8; 
■see also PS/2 KEY/MOUSE CONNECTOR, MIC ... JACKS, etc); 

a provision for output (640 BY 480 VGA LCD; FIG. 14; page 25, lines 1-3; see also 
SPEAKER AND AUDIO JACKS; RS-232 CONNECTOR; PRINTER CONNECTOR, 
PCMCIA CARD SLOTS, etc): 

a microprocessor coupled to said user input and said output (PENTIUM 75 MHz; 
FIG 14; page 24, lines 13-24); 

an interface (182; FIG. 14; page 25. line 26, etc.) coupled to said microprocessor, 
said interface being directly connectable without a cable or tethered connection (page 19, 
linen 1-6: page 53. lines 9-22) to a corresponding interface (172; FIG. 13; page 25, lines 
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25-27. etc) in a portable telephone (168; FIG. 13) having a battery (174; FIG. 13; page 23. 
iims 11 -13) coupled thereto; and 

a mechanism on said computer (page 53, lines 20-24) that cooperates with a 
corresponding mechanism on said portable telephone (FIG. 11; page 19, line 1) for 
removably securing said portable telephone to said computer. 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

1) Are Claims 15, 17. 19, 22-23, 28, 30-44 and 46 patentable under 35 U.S.C. 
103(a) over Sainton U.S. 5,249.21 8 in view of Morris U.S. 5,020.090? 

21 Is Claim 16 patentable under 35 U.S.C. 103(a)over Sainton U.S. 5,249,2 1 8 in 
view of Morris U.S. 5,020.090 as applied to claim 15 and further in view of Kyu et a( U.S. 
4.225,919? 

3} Is Claim 18 patentable under 35 U.S.C. 103(a) over Sainton U.S. 5,249.218 in 
view of Morris U.S. 5.020.090 as applied to claim 15 above and further in view of Dent et al 

U.S. 5,81,597? 

4s is Cla;m 45 patentable under 35 U.S.C. 103(a) ovei Sainton U.S. 5.249,218 m 
view of Morris I .S. 5„O2O.0°O as applied to claim 43 abo\c and further in \>evy oi 
Kobayasht U.S. 5 J 1 1.361? 

VII. ARGUMENTS 

I) 3.5. U.S.C.. § 103( a) r ejection over S ainton in view of M orris. 
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Appiicasiors No. 08/5S6.777 
Appca; Brsd'yase;! January 2ft, 2007 
Reply to OSFsce Aeftoa ci'May 25. 2006 

Claims 15, 1 7. 19, 22-23, 28, 30-44 and 46 stand rejected under 35 U.S.C. 103(a) 
as being unpatentable over Sainton PN 5,249,218 in view of Morris PN 5,020,090. 
Appellants respectfully traverse this rejection as set. forth below. 

Prior to addressing the technical aspects of the above rejection. Appellants 
respectfully traverse the Examiner's erroneous determination that ''one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combination of references" (Office Action dated May 25, 2006, page 2, lines 7-1 1 ). 

Appellants respectfully point out Sainton individually and Morris individually are 
the prior art NOT the COMBINATION of Sainton and Morris as suggested by the 
Examiner. Appellants respectfully point out that they are entitled to analyze the references 
individually first, and then in comb ination to determine what is the prior art. 

In Graham v. John Deere Co. , 148 USPQ 459 (U.S. Sup. Ct. 1966), the U.S. 
Supreme Court clearly and explicitly compared Scoggin's invention first to the Lohse patent 
individually, thereafter to the Mellon patent individually, and thereafter to the Livingstone 
patent individually. 148 USPQ 459, 472. Such an individual assessment of the prior art 
references is considered well-settled law in view of the fact that the obviousness statute, 
35 USC 103, "refers to the difference between the subject matter sought to be patented and 
the prior art, meaning what was known before as described in section 102". Graham, 148 
USPQ 459, 465-466 (quoting the Senate and House Reports, S. Rep. No. 1.979, 82 ni Cong., 
2d Sess. (1952); H.R. Rep. No. 1923, 82d Cong., 2d Sess. (1952.)). Thus, Graham requires 
that each reference be assessed individually to ascertain how it differs from the claims. 
This should be clear by realizing that 35 USC 103 has as its predicate 35 USC 102. If the 
factual inquiry of ascertaining the differences between the prior art and the claims results in 
a finding that there are no differences between the prior art (e.g., any single reference) and 
the claims, then a rejection under 35 U.S.C. 102 would be proper without any necessity of a 
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rejection under 35 I :>C 103 Thus, when ascertaining differences bef v* ecn (he prior art 
and the churns each reference is to be taken indhhiually as under 35 CSC 102. 

Further, Appellants' arguments do in fact consider the effect of combining the 
references, in re Sernaker. 217 USPQ 1 (Fed. Cir. 1983), states well the test for determining 
whether the ascertained differences between the prior art and the claims are such that the 
claimed subject matter as a whole would have been obvious: ''whether a combination of the 
teachings of all or any of the references would have suggested (expressly or by implication) 
the possibility of achieving further improvement by combining such teachings along the line 
of the invention'". Thus, the teachings of the prior art are to be evaluated as a combined 
whole, but alter the differences between the prior art and the claims have been ascertained. 
Both in re Ke ller, 208 USPQ2d 871, 880-881. and In r e Merck & Co. . 800 F.2e I09L 231 
USPQ 375 (fed. Cir. 1986). relied on by the Examiner, assess the combined teachings of the 
prior art only after the difference s bet ween the prior ar t, and claims had been deter mined. 

Independent Claim 15 requires and positively recites a computer, comprising: 4k a 
provision for user input", "a provision for output", "a microprocessor coupled to said user 
input and said output" and "'an interface coupled to said microprocessor, said interface 
being directly eonnectable without a cable or tethered c onnection to a 
corresponding interface in a portable telephone having a battery coupled thereto , 
wherein said interface comprises at least one voice channel lead, one command channel 
lead and a ground/reference lead lor connection to corresponding leads in a 
corresponding interface in said portable telephone". 

Independent Claim 30 requires and positively recites, a portable telephone, 
comprising: "an input", "an output", s4 a microprocessor coupled to said input and said 
output'' and i- an Interface coupled to said microprocessor, said interface being directly 
eonnectable without a cable or tethered connection to a corresponding interface in 
another portable telephone, wherein said interface comprises at least one voice channel 
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Independent Claim 38 requires and positively recites, a .method, comprising the 
steps of: "'providing an input", "providing an output', "coupling a microprocessor to said 
input and said output" and "coupling an interface to said microprocessor, said interface 
being directly comieetable without a cable or tethered connection to a 
corresponding Interface In a portable telephone having a battery coupled thereto , 
wherein said interface comprises at least one voice channel lead, one command channel 
lead and a ground/reference lead for connection to corresponding leads in a 
corresponding Interface in said another apparatus'". 

Independent Claim 43, as amended, requires and positively recites, a computer, 
comprising: '"a provision for user input", "a provision for output", *'a microprocessor 
coupled to said user input, and said output" and "an interface coupled to said microprocessor, 
said interface being located within a cavity in said computer and directly eonneetable 
without a cable or tethered connection to a corresponding interface In a portable 
telephone haying a battery coupled thereto, wherein said interface comprises at. least one 
voice channel lead, one command channel lead and a ground/reference lead for connection 
to corresponding leads in a corresponding interface in said portable telephone". 

Independent Claim 46, as amended, requires and positively recites, a computer, 
comprising: : "a provision for user input", "a provision for output", "a microprocessor 
coupled to said user input and said output", ''an interface coupled to said microprocessor, 
said interface being directly eonneetable w ithout a cable or tethered connection to a 
corresponding interface in a portable telephone having a batten coupled thereto " and "a 
mechanism on said computer that cooperates with a corresponding mechanism on said 
portable telephone lor removably securing said portable telephone to said computer". 
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having a battery coupled thereto, wherein said interface comprises at least, one voice 
channel lead, one command channel lead and a ground/reference lead for connection to 
corresponding leads in a corresponding interface in said another apparatus'', as required 
by Claim 38. 

Similarly, Sainton fails to leach or suggest, "an interface coupled to said 
microprocessor, said interface being located within a cavity in said computer and directly 
connects blc without a cable or tethered connection to a corresponding Interface in a 
portable telephone having a battery coupled thereto, wherein said interface comprises at 
least one voice channel lead, one command channel lead and a ground/reference lead for 
connection to corresponding leads in a corresponding interface in said portable 
telephone"", as required by Claim 43 OR "an interlace coupled to said microprocessor, 
said interface being directly eonnecrable without a cable or tethered connection to a 
corresponding Interface in a portable telephone having a battery coupled thereto" and "a 
mechanism on said computer that cooperates with a corresponding mechanism on said 
portable telephone for removably securing said portable telephone to said computer", as 
required by Claim 46. 

in order to overcome Sainton's failure to teach connecting a computer to a 
telephone without a cable or tethered connection, the Examiner relies upon Morris PN 
5,020,090 as providing such teaching. Appellants respectfully traverse this 
determination, as set .forth below. 

Morris discloses an apparatus lor removably connecting a cellular portable 
telephone to a laptop computer which comprises a track formed in the housing of the 
computer and is structured to slidabiy receive a cellular portable telephone whose 
battery pack has been removed, via a corresponding track (46) formed on the back of 
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phone (38) which is exposed ONL Y when the battery pack is removed (Abstract, lines 1- 
6; coi. .1, lines 46-49; col. 3, lines 31-37: figs. 1-3). Morris specifically states: 

Cellular portable telephone 38 is shown with the battery pack (not 
shown) removed. Cellular portable telephone 38 slidably connects or 
mounts to the battery pack (not shown) in a manner similar to the 
way in which it connects or mounts to apparatus for removably 
connecting 10 incorporated into computer 22 (col. 3, lines 31 -37 1 

As a result, Morris' cellular portable telephone 38 does have a battery pack for 
use of telephone 38 when it is not connected to computer 22, but the battery must be 
removed in order to connect it to computer 22 since the track mechanism on the phone 
which is used to secure the battery pack is the SAME track that is used to secure the 
phone to computer 22. Examiner admits as much in his most recent response (Office 
Action dated May 25, 2006, page 3, lines 1 -2). Being thai. Morris does have a battery 
pack, hut it MUST be removed to secure and electrically connect the phone to the 
computer, the battery pack and the computer 22's interface are mutually exclusive 
connections for portable telephone 38. 

Examiner does not. dispute the above. Instead, Examiner, without citing any- 
supporting prior art whatsoever, substitutes his own rationale for the combination, as set 

forth below; 

'The examiner sees no reason a battery could not be included in the 
telephone of Morris. It would have been obvious to maintain a battery in 
the telephone of Morris because this would have allowed for using the 
telephone separately from the computer without having the also carry a 
battery pack for the telephone (Office Action dated May 25, 2006, page 3, 
lines 4-7). 

Examiner's determination above is nothing more than improper hindsight 
reconstruction. It is fairly straightforward that, without Examiner's hindsight 
determination, were one having ordinary skill in the art at the time of Appellants' 
invention to have combined Sainton and Morris, the resulting device would still not 
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obviate the present invention since the only way that a portable telephone could be 
coupled to the computer in a manner such that the corresponding interfaces are directly 
connected, is when the battery is removed from the portable telephone. Nothing in 
Sainton teaches interfaces and/or track mechanisms that would allow a combination 
device cell phone to directly couple electrically and mechanically to a portable computer. 

Moreover, Appellants note that Morris- computer discloses two electrical 
connectors (14 & 16) that couple to corresponding connectors (48 & 50) which are 
exposed on the back of phone (38) when its battery pack is removed. Both of connetors 
{48 & 50) are covered up when the battery pack is installed on phone (38). Accordingly, 
when Examiner determines "U would have been obvious to maintain a battery in the 
telephone of Morris because this would have allowed for using the telephone separately 
from the computer without having the also carry a battery pack tor the telephone (Office 
Action dated May 25, 2006, page 3. lines 4-7)", he not only overlooks the tact, attachment 
tracks (46 s would have to be mounted on the outside surface of a corresponding battery 
pack, but he also overlooks the additional fact that additional electrical connectors 
(corresponding to connectors 48 & 50} would also have to be Installed on the back 
surface of any such battery pack. Then, there would have to be installed corresponding 
connectors on the inside surface of the battery pack (48' & 50") that will mate with 
connectors (14) and (16) on computer (22). Then, of course, one would also have to add 
connection means in the battery pack for coupling connectors (48 & 50) with (48" & 50'}. 
Examiner has provided no teaching, suggestion, or motivation from the prior art that 
supports his determination. Examiner's determination is supposition not supported by 
fact. 

in proceedings before the Patent and Trademark Office, '"the Examiner bears the 
burden of establishing a prima facie case of obviousness based upon the prior art", in re 
Fritch. 23 USPQ2d 1780. 1783 (fed. Cir. 1992) (citing In re Piasecki. 745 F.2d 1468, 
1471-72. 223 USPQ 785, 7.87-88 (Fed. Cir. 1984). "The Examiner can satisfy this 
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Moreover, in addition to suggesting a combination of ^amlon and Morris T-Aaminer 
has proposed a "'m^hrieattnf to the eombinatioi of Sainton and Moms.. \loie sptehlcalh , 
thai one ixnnH. oidmarv skill m the art would {for unspecified rea^ons N > modd> the track 
mechanism So be outside Morris-" phone 38 so that it will still somehow attach to compute 1- 
22 ex cm s\tth the batters pack on. if litis were so ob\ ious„ why did Morris u v -{ due ■? . Alter 
al' Morris ji^- had a hutim thai had to be lemoved when coupl'n^ the phone :c the portable 
computer ane i\.\oupbtig the batten to i! c phone when the phone was decoapkd from the 
computer Although couched in terms of combining teachings v-und m the pror art. the 
same inquiry must he carried out in the eonteu of a purported obvious "modification" of the 



prior an. The mere fact that the prior art may be modified in the manner suggested by 
the Kxaminer does aot make the mo dification obvious unless the pri or art suggested 

the des irability uf the modification , in re Gordon, 733 l\2d at 902, 221 ( fSPQ at 1 127. 
Moreover, it is impermissible to use the claimed invention as an instruction manual or 
'•template" to piece together the teachings of the prior art so that the claimed 
invention is rendered obvious. In re Gorman , 933 F.2d 982, 987. 18 USPQ2d 188.1 1888 
(Fed.Cir.199l). See also inte rconnect Pl anni ng Corp. v. Pcil , 774 F.2d 1132. 1138, 227 
USPQ 543. 547 iJ ; 'ed.Ci.r,I985), The Examiner proposes modifications to the resulting 
combination of Sainton and Morris without any teaching or suggestion from the prior art. 

Furthermore, "ail words in a claim must be considered in judging the patentability 
of thai claim against the prior art." In re H'fhoiu 424 F.2d 1382, 1385, 165 USPQ 494, 
496 (CCPA 1970). 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in (he references themselves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. As discussed above. Examiner has failed to 
set forth any legitimate suggestion or motivation, either in the references themselves or in 
the knowledge generally available to one or ordinary skill in that art. to combine Morris 
with Sainton AND modify the resulting combination, as suggested by Examiner. Second, 
there must be a reasonable expectation of success. Examiner has failed to provide any 
evidence that combining Morris with Sainton will result in an apparatus that would 
successfully implement all of the elements of Claims 1 5, 30, 38, 43 and 46. Finally, the 
prior art reference (or references when combined.) must teach or suggest ALL. the claim 
limitations (MPEP § 2143). Applicants respectfully submit that the Examiner has failed 
to establish ail three criteria. Accordingly, Claims 15, 30, 38, 43 and 46 are patentable 
under 35 U.S.C. § 103(a) over Sainton in view of Morris. 



TI-223 8? 



16 



Applicaiicn No 08/586,777 
Appeal Brief dated Jaeuatv 26. 2()0? 
Reply to Office Action of May 25. 2006 

Claims 17, 19, 22-23 and 28 stand allowable as depending directly., or indirectly, 
from allowable independent Claim 15 and. including further limitations not taught or 
suggested bv the references of record. Claims 31-37 stand allowable as depending 
directly, or indirectly, from allowable independent. Claim 30 and including further 
limitation? not taught or suggested by the references of record. Claim 44 stands 
allowable as depending directly from allowable independent Claim 43 and including a 
further limitation not taught or suggested by the references of record. 

Claim 17 further defines the computer of Claim 15, wherein said at least one 
command channel lead facilitates a bidirectional half duplex mode. Claim 17 is allowable 
for die reasons set forth in support of the allowance of Claim 15. Moreover, Sainton and 
Morris, alone or in combination, fail to Claim 17\s additional limitation of "'wherein said at 
least one command channel lead facilitates a bidirectional half duplex mode". 

Claim 19 further defines the computer of Claim 15, wherein voice and data are 
transmitted on said at least one voice channel lead. Claim 19 is allowable for the reasons set 
forth in support of the allowance of Claim 15. Moreover, Sainton and Morris, alone or in 
combination, do NOT teach or suggest that its voice channel can be used for Data & Audio. 
Indeed, Sainton teaches data on the DIO/DATA line and audio on the TX/TXAP and 
possibly RX/SPK lines. 

Claim 22 further defines the computer of Claim 15, wherein said interface coupled 
to said microprocessor further includes a second voice channel lead. Claim 22 is allowable 
for the reasons set forth in support of die allowance of Claim .15. Moreover, Sainton and 
Morris, alone or in combination, do NOT teach or suggest Claim 22's additional limitation 
of "wherein said interlace coupled to said microprocessor further includes a second voice 
channel lead". 
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Claim 23 further defines the computer of Claim 22, wherein each of said voice 
channel leads facilhates a unidirectional full duplex mode. Claim 23 is allowable for the 
reasons set forth in support of the allowance of Claim 22. Moreover, Sainton and Morris, 
alone or in combination, do NOT' teach or suggest (Maim 23's additional limitation of 
"wherein each of said voice channel leads facilitates a unidirectional full duplex mode". 

Claim 28 further defines the computer of Claim 23, wherein voice and data are 
transmitted on said voice channel leads. Claim 28 is allowable for the reasons set forth in 
support of the allowance of Claim 23. Moreover, Sainton and Morris, alone or in 
combination, do NOT Leach or suggest Claim 28's additional limitation of therein voice 
and data are transmitted on said voice channel leads". 

Claim 31 further defines the apparatus of Claim 30 by further including one of a 
keypad and keyboard coupled io said input. Claim 31 is allowable for the reasons set forth 
in support of the allowance of Claim 30. 

Claim 32 further defines the apparatus of Claim 30 by further including a display 
coupled to said output. Claim 32 is allowable for the reasons set forth in support of the 

al lowance of Claim 30. 

Claims 33-37 are cancelled. Accordingly, the rejection of these claims is moot. 
Claims 39-42 are cancelled. Accordingly, the rejection of these claims is moot. 

Claim 44 further defines the apparatus of Claim 43 wherein said portable telephone 
fits at least partially within said cavity when directly connected to said interface. Claim 44 
is allowable for the reasons set forth in support of the allowance of Claim 43. 
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2) 35 U.S.C. § 103(a) r ejection ov er Sai nton in v iew of Morris fuT^rjiyfiew 

of Kyu , 

Claim 16 stands rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sainton U.S 5249.218 m view of Morris U.S. 5,020,0% as applied to claim 15 above, 
and further in view of Kyu ei al U.S. 4,225,919. Appellants respectfully traverse this 
rejection as set forth below. 

( [aim so depends from (Mann 15 and is theicfore alkmable fot the same teasons 
set forth above ui surpon of the allowance of Claim i 5 To die extent Cuum 16 adds ar 
add'tiona) ihnkaiion, it further defines the computer of ( Iaim 15, vvherem said at least one 
voice ehanne lead facilitates a bidirectional half duplex mode. 

Even if, arguendo, Kyu ct al teaches two basic types of data links are well known, 
including both bidirectional half-duplex and unidirectional full-duplex, as suggested bv 
the Examiner, Kyu does not provide any teaching thai, overcomes the previously 
described deficiencies of the Sainton and Morris references. For this reason alone. Claim 
16 is allowable over this combination of reterences. Even if such were not to be the ease, 
the Examiner has pointed to nothing in Kyu that teaches or suggest '"wherein said at least 
one voice channel lead facilitates a bidirectional half duplex mode". As a result, the 35 
U.S.C. 103(a) rejection is improper and must be withdrawn. 

? ' 35 U.S.C'. $ 103(a) rejection over Sainton in view of M orris farther in view 
of Dent. 

Claim 1.8 stands rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sainton PN 5,249,218 in view of Morris FN 5,020,090 as applied to Claim 15 above, and 
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further in view of Dent et a! PN 5,58 1 ,597. Appellants respectfully traverse this rejection 
as set forth below. 

Claim 18 further defines the computer of Claim 15, wherein said interface coupled 
to said microprocessor further includes a power lead. To the extent Claim 18 adds an 
additional limitation, it further defines the computer of Claim 15, wherein the interface 
coupled to the microprocessor further includes a power lead. 

Even if, arguendo, Dent et al teaches a cellular terminal that is powered by an 
external signal line while the cellular terminal is parked, as suggested by the Examiner. 
Dent does not provide any teaching thai, overcomes the previously described deficiencies 
of the Sainton and Morris references. For this reason alone. Claim 18 is allowable over 
this combination of references. Even if such were not to be the ease, one having ordinary 
skill in the an would not have been led to include a power signal "since this would have 
allowed for recharging the cell phone", as suggested by the Examiner, since Morris 
specifically requires that the battery in portable phone 38 be removed while portable 
phone 38 is connected to computer 22 •••• thus there is no possibility of the battery being 
"recharged". As a result, the 35 L.S.C. 103(a) rejection is improper and must be 
withdrawn. 

4) 35 IJ.S.C. § 103(a) rejection over Sainton in view of Morris further i n view 
of Xobayashi . 

( um *^ stas iis 'Cjcvet 1 under V 1 S< )0\ ) as hew n rp< VntahL ft 
satnio 5 ^\ - V> » ot Motns PN -\0 WrW as apphtd to I Lur 4- ^\nt at'u 
urtKi u - o< \ n<j,asr PN Mil V) 1 \ppdlants respet tu h t ^se th s 
rejection as set forth below. 
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Claim 45 further defines the computer of Claim 43. wherein said portable telephone 
fits completely within said cavity when directly connected io said interface. To the extent 
Claim 45 adds an additional limitation, it further defines the computer of Claim 15.. 
wherein said portable telephone fits completely within said cavity when directly connected 

to said interface. 

Even if. arguendo. Kobayashi teaches a notebook computer in which the battery 
pack ilis completely within a cavity for holding the battery pack, Kobayashi does not 
provide any teaching that overcomes the previously described deficiencies of the Sainton 
and Morris references, for this reason alone, Claim 45 is allowable over this 
combination of references. Further, even if such were not to be the case, one having 
ordinary skill in the ait would not have been led to conclude that just because Kobayashi 
teaches a notebook computer in which the battery pack fits completely within a cavity for 
holding the battery pack, it would therefore be obvious to ALSO fit a separate portable 
telephone completely within the surface of Kobayashi \s notebook computer. The 
Examiner's purported motivation for the combination "i.e., that it would be "aesthetically 
pleasing" is pure supposition not supported by {act. Being that the internal space within 
notebook computers is at a premium and no space is wasted, what circuitry or sub- 
systems in Kobayashi does the Examiner propose to remove in order to make room for an 
entire portable telephone'? Moreover, it is impermissible to use the claimed invention as 
an Instruction manual or "template" to piece together the teachings of the prior art so 
thai the claimed invention is rendered obvious. Accordingly, the 35 U.S.C, KB* a) 
rejection is improper and .must be withdrawn. 



For the above reasons, favorable consideration of the appeal of the Final Rejection 
the abovc-reftrertced application, and its reversal, are respectfully requested. 
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Respectful fx suhmittt d. 



'Ronald O Neonngs 
Ilea \o ^S27 ^ 
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CLAIMS ON APPEAL : 

1 5 , A computer, comprising; 
a provision tor user input; 

a provision lor output: 
n k ninces-or ^ Uipicd t > sa.d usi, input and said 01 1 put and 

m i v,i c >u o upltd to saul nnuopuxcssoi said m 1 ula<.c hem*' drci, h vonnett n l 
m + h nxt u'u oi k iaed rncetion to a concspoiiJmg mteitavt. ir . pon. V. teitplv? v. 
na\ir< tl k k'^ v< aplcd iiiv..eio therein said ntciiaic uonpi^cs at a.aM on< ^o^ediaine 
lead one tomu trj channel lead and a gtound eteiciue k\u to ^t'iiAiion h> 
corresponding leads h.v a corresponding interface in said portable telephone. 

16, The computer of Claim 15, wherein said at least one voice channel lead 

facilitates a bidirectional half duplex mode. 

17. The computer of Claim 15, wherein said at least one command channel lead 
facilitates a bidirectional half duplex mode. 

18. The computer of Claim 15, wherein said interface coupled to said 
microprocessor further includes a power lead. 

1.9. The computer of Claim 15, wherein voice and data are transmitted on said at 
least one voice channel lead. 

22. The computer of Claim 15, wherein said interface coupled to said 
microprocessor further includes a second voice channel lead. 
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23 . The computer of Claim 22, wherein each of said voice channel leads facilitates 
a unidirectional nail duplex mode. 

28. The computer of Claim 23, wherein voice and data are transmitted on said 
voice channel leads. 

30. A portable telephone, comprising: 
an input; 
an output; 

a microprocessor coupled to said input and said output; and 

an interface coupled to said microprocessor said interface being directK cotmcetable 
\sithou; a cable o>- tctlieied connection to a corresponding interface in another, portable 
telephone, wherein said inter face comprises at least une voice channel (cad, one command 
channel lead at id a ground-reference lead for connection to corresponding leads m a 
corresponding interface in said another portable telephone 

3! 1 lie apparatus of Claim 30 further including one of a ke\oad and keyboard 
couplea to said input. 

^2 I lie apparatus uf t laim 30 furlher include a display coupled u> said output 

38, A method, comprising the steps of: 

providing an input; 
providing, an output: 

couphrh: a microprocessor to said input and said output: and 

cot phu< : an interlace to said microprocessor, said interface heme cirecth 
collectable without a cable or tethered connection to a corresponding interlace m a portab.e 
telephone hasiih: a batten coupled thereto, wherein said interface comprises at least one 
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voice channel ieau. one command channel lead and a ground/reference lead for connection 
to corresponding leads in a corresponding interface in said another apparatus, 

43. A comparer, comprising: 
a provision tor user input; 

a provision lor output; 

a microprocessor coupled to said user input and said output; and 
an interface coupled to said microprocessor, said interlace being located within a 
cavity in said computer and directly conncctable without a cable or tethered connection to a 
corresponding interface in a portable telephone having a battery coupled thereto, wherein 
said interface comprises at least one voice channel lead, one command channel lead and a 
ground/reference lead for connection to corresponding leads in a corresponding interlace in 
said portable telephone. 

44. The computer of Claim 43. wherein said portable telephone ills at least partially 
within said cavity when directly connected to said interface. 

45. The computer of Claim 43. wherein said portable telephone fits completely 
within said cavity when directly connected to said interface. 

46. A computer, comprising: 
a provision for user input; 

a provision for output; 

a microprocessor coupled to said user input and said output; 

an interface coupled to said microprocessor, said interface being directly conncctable 
without a cable or tethered connection to a corresponding interface in a portable telephone 
having a battery coupled thereto; and 
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a mechanism on said computer that cooperates with a corresponding mechanism on 
said portable telephone for removably securing said portable telephone to said computer. 
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No documents are being submitted with the Appeal Brief. 



